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            The Examining Attorney has issued a final refusal of the mark FREE ROAMING on the grounds

that it is allegedly generic.  For the reasons set forth herein, Applicant respectfully requests

reconsideration and withdrawal of the genericness refusal.

            The term FREE ROAMING is not generic because it is not commonly understood by the public

as the name for a genus of goods or services.  To the extent that there is a commonly understood name

for eggs or dairy products that come from animals which are allowed to graze free outside of enclosures,

that name is “free range,” not “free roaming.”   This is explained in the attached Declaration of John

Brzezenski (Exhibit 1), Applicant’s President, who has significant experience in the food industry.   As

Mr. Brzenzski explains, Applicant was the first company in the industry to use the term FREE

ROAMING to refer to chicken and dairy products.  Other companies almost always use the term “free

range,” or in some cases “cage-free,” to refer to these types of products.

The statements in Mr. Brzenzki’s declaration is supported by the fact that a Google search for “free

range” reveals over 7,500,000 results (Exhibit 2), while a Google search for “free roaming” reveals

only 1,810,000 results, most of which are related to mobile phone roaming, computer games, or other

topics having nothing to do with chickens, eggs, or dairy products (Exhibit 3).  Likewise, a search for

“free range eggs” reveals over 1,540,000 results (Exhibit 4), whereas a search for “free roaming eggs”

has only 46,900 hits (Exhibit 5), many of which relate to Applicant and Applicant’s products.   The

evidence regarding dairy products is even stronger:  there are over 40,000 hits for “free range milk”



(Exhibit 6) but only 565 hits for “free roaming milk” (Exhibit 7), the overwhelming majority of which

refer to Applicant's products.

            The dictionary definitions, and lack thereof, also demonstrate that the only generic term

commonly recognized by consumers for these types of food products is “free range.”   The Merriam-

Webster English Dictionary, the Cambridge English Dictionary, and Dictionary.com (based on the

Random House Dictionary) all contain definitions for “free range” (Exhibits 8-10).   However, none of

these dictionaries contain definitions for “free roaming” (Exhibits 11-13).

            Finally, the fact that the common generic term for the products at issue is “free range” is also

shown by the web sites of Applicant’s competitors, which almost always use “free range” (or in some

cases “cage free”) to identify the products.   Applicant is attaching printouts from the web pages of

Rocklands Farm, Chino Valley Ranchers, Farmer’s Harvest, and Eatwell Farm, all of which use the

term “free range” to identify the types of eggs at issue (Exhibits 14-17).

            Therefore, if any generic name exists for eggs and dairy products that come from animals kept

outside of enclosures, that term is “free range,” not FREE ROAMING.   See California Cooler, Inc. v.

Loretto Winery, Inc., 774 F.2d 1451, 1455 (9th Cir. 1985) (finding that CALIFORNIA COOLER was

not generic because “if any generic term exists for such a beverage, it is ‘wine cooler’”); In re Trek

2000 International Ltd., 97 USPQ2d 1106 (TTAB 2010) (finding that THUMBDRIVE was not generic

where “the record shows that ‘flash drive’ is the commonly used term of art for these portable digital

storage devices”); In re Harte Hanks, Inc., Serial No. 77/071,666 (TTAB July 30, 2010) (finding that

THE FLYER for advertising newspapers was not generic because the commonly recognized generic

name for these goods was “shoppers”).   Although the Examining Attorney notes that in some cases

there can be more than one generic name for a particular genus, in this case there is simply no evidence

that FREE ROAMING is understood by consumers to refer to the genus of goods or services at issue,

which are overwhelmingly referred to as “free range” rather than FREE ROAMING.

            The term FREE ROAMING is not a generic noun, but rather an indication of source referring

exclusively or almost exclusively to Applicant’s products, or at most an adjective describing the nature

or characteristics of the goods.  It is therefore entirely unlike the cases cited by the Examining Attorney,

in which various nouns which are clearly the common name for a class of goods or services have been

found to be generic.

The Examining Attorney has argued that genericness is not limited to nouns, and that an adjective can



be generic if the adjective refers to the relevant genus or category of goods and/or services.  Although

this is true, it is extremely rare for an adjective to be found generic.  The cases cited by the Examining

Attorney do not support his position, since the terms at issue in those cases (BUNDT and ATTIC) are

both nouns.  The term BUNDT in “bundt cake” (from the In re Northland Aluminum case), is not an

adjective but an attributive noun or a noun adjunct, i.e. a noun that modifies another noun.  Likewise,

the term ATTIC in “attic sprinkler” is not an adjective, but a noun that limits and clarifies the noun

"sprinkler."   In fact, the TMEP cites only one case in which an adjective has been found to be

descriptive (PERMA PRESS).  TMEP § 1209.01(c)(ii).  This is because in most cases, adjectives are

descriptive rather than generic, since they describe a feature, characteristic, or quality of the goods or

services, rather than functioning as the commonly understood name for a genus of goods or services. 

See Magic Wand, Inc. v. RDB, Inc., 940 F.2d 638 (Fed. Cir. 1991) (finding that TOUCHLESS for

automobile washing services was descriptive rather than generic).

            Applicant also notes that the burden to establish genericness is on the Examining Attorney by

“clear evidence.”   In re Merrill Lynch, Pierce, Fenner & Smith, Inc., 828 F.2d 1567, 4 USPQ2d 1141,

1143 (Fed. Cir. 1987);  In re Gould Paper Corp., 834 F.2d 1017, 5 USPQ2d 1110, 1111 (Fed. Cir.

1987).  Applicant respectfully submits that the evidence submitted by the Examining Attorney falls well

short of meeting this burden.  As explained in the prior response, the majority of the evidence submitted

by the Examining Attorney comes from one source, a blog entry which is written by an individual with

no evident expertise or qualifications on the issue.  Much of the other evidence provided is from the web

sites of animal rights groups, nutritional blogs, news sources, and others who may have encountered the

term FREE ROAMING in connection with Applicant’s products and not have realized it is a distinctive

mark belonging to Applicant.

            Notably, however, the Examining Attorney has produced almost no evidence showing the use of

FREE ROAMING by other companies to describe their eggs or dairy products.   As the Board explained

in the In re Trek International case, “where the evidence of record does not show that competitors use

the designation in issue, this may create doubt . . . as to whether a term

primarily refers to a genus of goods such that “sellers of competing brands cannot compete effectively

without using the name to designate the product they are selling” (quoting Ty Inc. v. Softbelly’s Inc. ,

353 F.3d 528 (7th Cir. 2003)).



In that case, although the Examining Attorney submitted numerous articles showing usage of the term

“thumbdrive” to refer to small, portable USB drives, the Board found that the Examining Attorney had

failed to establish that the mark THUMBDRIVE was generic.  Among other factors, the Board noted

that the applicant had been the party to coin this term, that competitors typically used the term “flash

drive” as the generic name for the goods, and that “thumb drive” was not defined in dictionaries.  All

of those factors are also present in this case.  Applicant was the first company to use the term FREE

ROAMING (Exhibit 1), the term FREE ROAMING is not defined in dictionaries (Exhibits 11-13), and

Applicant has provided evidence showing that its competitors almost always use the terms “free range”

or “cage free” to identify the products at issue (Exhibits 14-17).

            There is simply no evidence that other food products companies have a “competitive need” to

use the term FREE ROAMING.  The Examining Attorney has cited the web pages of food products

companies Rose Acre and Lake Meadow, both of which use the term FREE ROAMING.  However, the

Rose Acre web page actually uses “cage free” as the generic term for the goods, and appears to use

FREE ROAMING more as a trademark or source identifier, which would be an infringement upon

Applicant’s rights.   The Lake Meadow web page describes the eggs as “cage free, free range, free

roaming, and locally produced.”   The fact that this company uses several different terms to describe the

eggs suggests that these are descriptive adjectives rather than a generic name for the products.  In any

event, the fact that it also uses “cage free” and “free range” clearly indicates that there is no

‘competitive need’ for this company to use FREE ROAMING.

            As in the Trek 2000 International case, the evidence provided by the Examining Attorney

simply does not prove by “clear evidence” that FREE ROAMING is generic:
While the record includes a few examples of online retailers using the term
THUMBDRIVE or THUMB DRIVE in a generic manner, it is quite noticeable that
there are no examples of competitors using this term, and applicant submitted excerpts
from competitors’ web sites showing the absence of that term and the use of “flash
drive” as the name of the goods.   In other words, the evidence does not ‘demonstrate
a competitive need for others to use’ this term.

            Therefore, for the reasons set forth above, Applicant respectfully requests reconsideration and

withdrawal of the genericness refusal.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 85160405 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

            The Examining Attorney has issued a final refusal of the mark FREE ROAMING on the grounds

that it is allegedly generic.  For the reasons set forth herein, Applicant respectfully requests

reconsideration and withdrawal of the genericness refusal.

            The term FREE ROAMING is not generic because it is not commonly understood by the public as

the name for a genus of goods or services.  To the extent that there is a commonly understood name for

eggs or dairy products that come from animals which are allowed to graze free outside of enclosures, that

name is “free range,” not “free roaming.”   This is explained in the attached Declaration of John

Brzezenski (Exhibit 1), Applicant’s President, who has significant experience in the food industry.   As

Mr. Brzenzski explains, Applicant was the first company in the industry to use the term FREE ROAMING

to refer to chicken and dairy products.  Other companies almost always use the term “free range,” or in

some cases “cage-free,” to refer to these types of products.

The statements in Mr. Brzenzki’s declaration is supported by the fact that a Google search for “free

range” reveals over 7,500,000 results (Exhibit 2), while a Google search for “free roaming” reveals only

1,810,000 results, most of which are related to mobile phone roaming, computer games, or other topics

having nothing to do with chickens, eggs, or dairy products (Exhibit 3).  Likewise, a search for “free

range eggs” reveals over 1,540,000 results (Exhibit 4), whereas a search for “free roaming eggs” has only

46,900 hits (Exhibit 5), many of which relate to Applicant and Applicant’s products.   The evidence



regarding dairy products is even stronger:  there are over 40,000 hits for “free range milk” (Exhibit 6) but

only 565 hits for “free roaming milk” (Exhibit 7), the overwhelming majority of which refer to

Applicant's products.

            The dictionary definitions, and lack thereof, also demonstrate that the only generic term commonly

recognized by consumers for these types of food products is “free range.”   The Merriam-Webster English

Dictionary, the Cambridge English Dictionary, and Dictionary.com (based on the Random House

Dictionary) all contain definitions for “free range” (Exhibits 8-10).   However, none of these dictionaries

contain definitions for “free roaming” (Exhibits 11-13).

            Finally, the fact that the common generic term for the products at issue is “free range” is also

shown by the web sites of Applicant’s competitors, which almost always use “free range” (or in some

cases “cage free”) to identify the products.   Applicant is attaching printouts from the web pages of

Rocklands Farm, Chino Valley Ranchers, Farmer’s Harvest, and Eatwell Farm, all of which use the term

“free range” to identify the types of eggs at issue (Exhibits 14-17).

            Therefore, if any generic name exists for eggs and dairy products that come from animals kept

outside of enclosures, that term is “free range,” not FREE ROAMING.   See California Cooler, Inc. v.

Loretto Winery, Inc., 774 F.2d 1451, 1455 (9th Cir. 1985) (finding that CALIFORNIA COOLER was not

generic because “if any generic term exists for such a beverage, it is ‘wine cooler’”); In re Trek 2000

International Ltd., 97 USPQ2d 1106 (TTAB 2010) (finding that THUMBDRIVE was not generic where

“the record shows that ‘flash drive’ is the commonly used term of art for these portable digital storage

devices”); In re Harte Hanks, Inc., Serial No. 77/071,666 (TTAB July 30, 2010) (finding that THE

FLYER for advertising newspapers was not generic because the commonly recognized generic name for

these goods was “shoppers”).   Although the Examining Attorney notes that in some cases there can be

more than one generic name for a particular genus, in this case there is simply no evidence that FREE

ROAMING is understood by consumers to refer to the genus of goods or services at issue, which are

overwhelmingly referred to as “free range” rather than FREE ROAMING.

            The term FREE ROAMING is not a generic noun, but rather an indication of source referring

exclusively or almost exclusively to Applicant’s products, or at most an adjective describing the nature or

characteristics of the goods.  It is therefore entirely unlike the cases cited by the Examining Attorney, in

which various nouns which are clearly the common name for a class of goods or services have been found



to be generic.

The Examining Attorney has argued that genericness is not limited to nouns, and that an adjective can be

generic if the adjective refers to the relevant genus or category of goods and/or services.  Although this is

true, it is extremely rare for an adjective to be found generic.  The cases cited by the Examining Attorney

do not support his position, since the terms at issue in those cases (BUNDT and ATTIC) are both nouns. 

The term BUNDT in “bundt cake” (from the In re Northland Aluminum case), is not an adjective but an

attributive noun or a noun adjunct, i.e. a noun that modifies another noun.  Likewise, the term ATTIC in

“attic sprinkler” is not an adjective, but a noun that limits and clarifies the noun "sprinkler."   In fact, the

TMEP cites only one case in which an adjective has been found to be descriptive (PERMA PRESS). 

TMEP § 1209.01(c)(ii).  This is because in most cases, adjectives are descriptive rather than generic, since

they describe a feature, characteristic, or quality of the goods or services, rather than functioning as the

commonly understood name for a genus of goods or services.  See Magic Wand, Inc. v. RDB, Inc., 940

F.2d 638 (Fed. Cir. 1991) (finding that TOUCHLESS for automobile washing services was descriptive

rather than generic).

            Applicant also notes that the burden to establish genericness is on the Examining Attorney by

“clear evidence.”   In re Merrill Lynch, Pierce, Fenner & Smith, Inc., 828 F.2d 1567, 4 USPQ2d 1141,

1143 (Fed. Cir. 1987);  In re Gould Paper Corp., 834 F.2d 1017, 5 USPQ2d 1110, 1111 (Fed. Cir. 1987). 

Applicant respectfully submits that the evidence submitted by the Examining Attorney falls well short of

meeting this burden.  As explained in the prior response, the majority of the evidence submitted by the

Examining Attorney comes from one source, a blog entry which is written by an individual with no

evident expertise or qualifications on the issue.  Much of the other evidence provided is from the web sites

of animal rights groups, nutritional blogs, news sources, and others who may have encountered the term

FREE ROAMING in connection with Applicant’s products and not have realized it is a distinctive mark

belonging to Applicant.

            Notably, however, the Examining Attorney has produced almost no evidence showing the use of

FREE ROAMING by other companies to describe their eggs or dairy products.   As the Board explained

in the In re Trek International case, “where the evidence of record does not show that competitors use the

designation in issue, this may create doubt . . . as to whether a term

primarily refers to a genus of goods such that “sellers of competing brands cannot compete effectively

without using the name to designate the product they are selling” (quoting Ty Inc. v. Softbelly’s Inc. , 353



F.3d 528 (7th Cir. 2003)).

In that case, although the Examining Attorney submitted numerous articles showing usage of the term

“thumbdrive” to refer to small, portable USB drives, the Board found that the Examining Attorney had

failed to establish that the mark THUMBDRIVE was generic.  Among other factors, the Board noted that

the applicant had been the party to coin this term, that competitors typically used the term “flash drive” as

the generic name for the goods, and that “thumb drive” was not defined in dictionaries.  All of those

factors are also present in this case.  Applicant was the first company to use the term FREE ROAMING

(Exhibit 1), the term FREE ROAMING is not defined in dictionaries (Exhibits 11-13), and Applicant has

provided evidence showing that its competitors almost always use the terms “free range” or “cage free”

to identify the products at issue (Exhibits 14-17).

            There is simply no evidence that other food products companies have a “competitive need” to use

the term FREE ROAMING.  The Examining Attorney has cited the web pages of food products

companies Rose Acre and Lake Meadow, both of which use the term FREE ROAMING.  However, the

Rose Acre web page actually uses “cage free” as the generic term for the goods, and appears to use FREE

ROAMING more as a trademark or source identifier, which would be an infringement upon Applicant’s

rights.  The Lake Meadow web page describes the eggs as “cage free, free range, free roaming, and locally

produced.”   The fact that this company uses several different terms to describe the eggs suggests that

these are descriptive adjectives rather than a generic name for the products.  In any event, the fact that it

also uses “cage free” and “free range” clearly indicates that there is no ‘competitive need’ for this

company to use FREE ROAMING.

            As in the Trek 2000 International case, the evidence provided by the Examining Attorney simply

does not prove by “clear evidence” that FREE ROAMING is generic:
While the record includes a few examples of online retailers using the term
THUMBDRIVE or THUMB DRIVE in a generic manner, it is quite noticeable that
there are no examples of competitors using this term, and applicant submitted excerpts
from competitors’ web sites showing the absence of that term and the use of “flash
drive” as the name of the goods.   In other words, the evidence does not ‘demonstrate a
competitive need for others to use’ this term.

            Therefore, for the reasons set forth above, Applicant respectfully requests reconsideration and

withdrawal of the genericness refusal.
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highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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